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DETAILED ACTION 

Information Disclosure Statement 

1 . The information disclosure statement filed 7/7/06 has been received and made of 
record. Note the acknowledged form PTO-1449 enclosed herewith. 

Drawings 

2. The drawings were received on 7/7/06. These drawings are approved by the 
examiner. 



Response to Amendment 

3. The amendment filed on 7/7/06 has been received. No claim has been 
amended. 

Applicant's arguments presented in the amendment with respect to claims 1-12 
have been reviewed. The examiner agrees with applicant's argument that the 
combination of Rubin and Bonutti does not lead to applicant's invention. Thus, the 103 
rejections in the office action of 4/4/06 have been withdrawn. Applicant's attention is, 
however, directed to the new rejections that follow. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-4 and 10-12 are rejected under 35 U.S.C. 102(e) as being anticipated 
by U.S. Patent No. 2003/0105416 ("Hepburn et al."). 

As regards claims 1-7 and 10-12, Hepburn et al. disclose a supinator/pronator 
therapy system that either explicitly or inherently anticipates all features of the claimed 
invention. More specifically, Hepburn et al. disclose an orthotic forearm device (10) 
comprising an upper portion (23) configured to attach to an upper arm, a lower portion 
(constituted by wrist stabilizer 18) configured to attach to a forearm 1 , and a rotation 
component (comprising elements 50), positioned around said lower portion, wherein 
said rotation component is configured to exert static progressive stretch upon a forearm 
contained in said lower portion, wherein said static progressive stretch comprises 
supinated static progressive stretch and pronated static progressive stretch ((Abstract 
para. 36, 57 and 61). Applicant should note that device is capable of serving as a 
stretching splint, or as a free motion brace. 

As regards claim 4, Hepburn et al. inherently disclose the orthotic forearm device 
of Claim 1 , wherein said lower portion comprises a mechanical axis, wherein said 
forearm comprises an anatomical axis, wherein said mechanical axis matches the 
anatomical axis of said forearm (note Fig. 1). 



1 Applicant should note attached Exhibit A, wherein the popular use of the term forearm is defined as the 
portion of the arm from the shoulder to the hand. 
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As regards claims 10-12, Hepburn et al. disclose a method of treating a forearm 
disorder, comprising, providing the orthotic device of Claim 1 (note the rejection of claim 
1 above), fitting said orthotic device upon a forearm (constituted by donning the device) 
and exerting static progressive stretch upon said forearm (note the abstract. Applicant 
should note that the limitations: an upper portion, a connecting component, a lower 
portion, and a rotation component, wherein said rotation component is configured to 
exert said static progressive stretch upon said lower portion are addressed in the 
rejection of claim 1 above. Moreover, applicant should note that the connecting 
component connects said lower portion and said upper portion (note Fig. 3 and page 2, 
para 35, specifically the recitation re. Fig. 3). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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8. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hepburn et al. 

As regards claims 5-7, Hepburn et al. disclose the orthotic device of claim 1 , but 
fail to teach the orthotic forearm device of Claim 1 , wherein said upper portion and said 
lower portion comprise a thermoplastic coating, wherein said thermoplastic coating 
comprises polyethylene plastic, and wherein said polyethylene plastic is greater than 
3/16 inch thick. 

Absent a critical teaching and/or a showing of unexpected results derived from 
providing the upper and lower portion of the device with a 3/16 inch thick polyethylene 
plastic coating, the examiner contends that such a coating is an obvious design choice 
which does not patentably distinguish applicant's invention. Moreover, it has been held 
that a selection of a known material based upon its suitability for the intended use is a 
design consideration within the level of ordinary skill in the art. In re Leshin, 227 F.2d 
197, 125 USPQ 416 (CCPA 1960). 

Allowable Subject Matter 

9. Claims 8 and 9 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kim M. Lewis whose telephone number is (571) 272- 
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Art Unit: 3772 

4796. The examiner can normally be reached on Monday to Friday, from 8:30 am to 
5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco, can be reached on (571) 272-4940. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571;272-*000. 




Kim MTTewis 
Primary Examiner 
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MedicineNet Home > MedTerms medical dictionary A-Z List > Forearm 

MedicineNet Authored Definition of Forearm 

Webster's New World 

Medical Dictionary Forearm: The portion of the upper limb from the elbow 
Learn more » to the wrist. 



Webster's 

NEW W&RLD 

MEDICAL 
DICTIONARY 



In^optailarus^^ 

^t^jte37However, in medical terminology, the arm 
refers to the upper extremity extending from the 
shoulder only to the elbow. The arm is thus 
distinguished in medical usage from the forearm, which 
extends from the elbow to the wrist. 



MedTerms Medical Word The forearm has 2 bones: the radius and ulna. 
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sprains, arthritis, 
cellulitis, tumors, and 
ulnar nerve entrapment. 
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warmth, swelling, 
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motion are other 
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with elbow pain. 
Treatment for elbow 
pain depends upon the 
nature of the patient's 
underlying disease or 
condition. 

Source:MedicineNet 
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Source:MedicineNet 

• Tennis Elbow - 
Source:WebMD 
Medical Reference from 
The Cleveland Clinic 

■ Tuberculosis Skin Test 
(PPD Skin Test) - The 
tuberculosis skin test 
(also known as the 
tuberculin or PPD test) 
determines whether a 
person has developed 
an immune response to 
the bacterium that 
causes tuberculosis 
(TB). Learn how the test 
is administered, how a 
reading is obtained, and 
how the results are 
interpreted. 
Source: MedicineNet 
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